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Reply to Office Action dated May 25, 2005 



REMARKS 

The pending claims are now as follows: claims 1 to 3 and 5 
to 43. 

Applicants are pleased to note that claims 4, 5, 11, 12, 14, 
17 to 19, 21 to 23, 26 to 28 and 30 to 33 were deemed to be 
allowable (see item no. 7 on page 3 of the office Action) . 

Claim 1 was amended to incorporate the features of allowable 
claim 4. 

Claim 12 was amended to correct a minor clerical error. 
Claims 35, 40, 41 and 42 were amended to revise 
dependencies . 

Claim 35 was rejected under 35 USC 112, first paragraph, for 
alleged lack of enablement for preventing the diseases and 
conditions that are recited in claim 35. 

Claims 35 to 43 were amended to delete the term 
"prevention. " 

It is respectfully submitted that all the present claims 
comply with all the requirements of 35 USC 112. 

Claims 1 to 3, 6 to 10, 13, 15, 16, 20, 24, 25, 29, 34 and 
35 were rejected under 35 USC 102 as being anticipated by Berlex 
Laboratories (WO 01/09093) for the reasons set forth in item no. 
6 at the top of page 3 of the Office Action. 
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Claims 15, 16, 20, 24, 25, 29 and 34 all fall within the 
scope of the amended claim 1 for the following reason. 

The substituent R 3 of these compounds contains an 
alkoxycarbonylalkylsulf onyl group (claims 15 and 16) or a 
carboxyalkylsulf onyl group (claims 20, 24, 25, 29 and 34) . An 
alkoxycarbonylalkylsulfonyl group and a carboxyalkylsulf onyl 
group are out of the scope of WO 01/09093 to Berlex Laboratories 
and therefore such claims patentably distinguish over WO 
01/09093. 

It is therefore respectfully submitted that the prior art 
rejection is moot in view of the present claims. Withdrawal of 
the rejection under 35 USC 102 is therefore respectfully 
requested. 

It is respectfully submitted that the compound and 
composition claims have been amended into allowable format. 
Therefore, it is respectfully requested that the withdrawn method 
claims 36 to 43 be rejoined and allowed, along with the compound 
and composition claims. 

Reconsideration is requested. Allowance is solicited. 



12 



Appl. No. 10/679,215 

Reply to Office Action dated May 25, 2005 



If the Examiner has any comments, questions, objections or 
recommendations, the Examiner is invited to telephone the 
undersigned at the telephone number given below for prompt 
action. 



Respectfully submitted, 




Richard S. Barth 
Reg. No. 28,180 



Frishauf, Holtz, Goodman & Chick, P.C. 

220 Fifth Avenue - 16th Floor 

New York, New York 10001-7708 

Tel. No. (212) 319-4900 

Fax No. (212) 319-5101 

E-mail Address: BARTH@FHGC-LAW.COM 

RSB/ddf 
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